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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
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DETAILED ACTION 

1. Claims 18-33 are pending and claims 1-17 have been cancelled in this 
communication filed 1 1/21/06 entered as Request for RCE and Extension of Time. 
Claims 18-33 are new claims. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 

1 1/21/07 has been entered. 

Claim Objections 

3. Claims 1 8 and 33 are objected to because of the following informalities: Claim 
18 recites in the preamble "A computer implemented system for automated trading of 
...:". The preamble would be better recited as "A computer implemented system for the 
automated trading of ...:". 

Claim 18 also recites "the plurality of financial instruments constitutes an offering 
inventory and each such". This claim limitation would be better recited as "the plurality 
of financial instruments constitutes an offering inventory and each". 

Claim 33 is in improper method claim format. The second claim limitation should 
begin with "performing, automatically. the steps, 
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The third claim limitation should begin with "applying the at least The sixth 
claim limitation should recite "comprising further the method steps of 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 18 and 33 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification. Claim 18 recites "price improvement rule" 
which is not found in the specification. The specification references "price improvement 
process" on pages 5, 7, and 12-16 of the specification. Claim 33 has a similar problem. 
The claim limitation should recite "price improvement process" in order to be in 
agreement with the specification. Correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 18 and 33 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 18 in the second claim limitation recites "(2) ... wherein an offsetting trade 
which plurality of trades This portion of the claim limitation is unclear as written. 
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Do Applicants' mean "(2) with the offsetting trade being at least one of a plurality of 
trades of a same financial instrument and with the plurality of trades executed within a 
predefined ...; and (3) ... ;"? The fifth claim limitation has a similar problem with clarity in 
the claim language. 

Claims 18 and 33 contain a conditional statement in the second claim limitation. 
The claim limitation does not recite what happened if the trade is not determined to be 
an offsetting trade. Suggestion: (3) if the trade to be executed is not determined to be 
and offsetting trade, not applying a price improvement rule ...;". 

Claim 28 recites "... system allows the user The claim limitation would be 
better recited as "The system of claim 18, the system provides the user with the 
capability to manually enter Claim 21 has a similar problem with "allowing". 
The usage of the terms "allow" and "allowing" are not considered a positive recitation in 
the claim limitation. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 18 and 33 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 18 and 33 contain a clause of intended use in the independent claims 
which renders the claims indefinite. Specifically, claim 1 after the first line of the 
limitation recites "wherein the plurality of financial instruments constitutes ...; and a 
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computer implemented system proprietor for automatically (1) identifying a trade (2) 
determining if the trade to be executed is an offsetting trade, wherein an wherein 
applying the at least one price improvement rule ...:". 

The Examiner considers these limitations to only recite what is expected to 
happen, a desired result, or an intended use. The MPEP discusses a type of limitation 
in reference to " "wherein" clauses. MPEP § 21 1 1 .04 states: 

Claim scope is not limited by claim language that suggests or makes optional but 
does not require steps to be performed, or by claim language that does not limit a claim 
to a particular structure. However, examples of claim language, although not 
exhaustive, that may raise a question as to the limiting effect of the language in a claim 
are: 

(A) "adapted to" or "adapted for" clauses; 

(B) "wherein" clauses; and 

(C ) "whereby" clauses. 

The MPEP also states in 2172.01: 

... a claim which fails to interrelated elements as defined by applicant(s) in the 
specification may be rejected under 35 USC 112, second paragraph, for failure to point 
out and distinctly claim the invention. 

Claims 19-32 are also rejected because they depend from a rejected base claim. 

Inquiries 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ella Colbert whose telephone number is 571 -272-6741 . 
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The examiner can normally be reached on Monday, Tuesday, and Thursday, 5:30AM- 
3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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